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DETAILED ACTION 

Response to Amendment 

1 . Amendments to the specification and claims 6 and 7, filed on September 1 3, 
2006, 'have been entered in the above-identified application. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim Rejections - 35 USC § 103 

3. Claim 6 is rejected under 35 U.S.C. 102(b) as being anticipated by Stewart et al. 
(U.S. Patent No. 5,356,682). 

Regarding claim 6, Stewart et al. disclose a linear-recording magnetic tape (Title 
and Figures) comprising a top face, a bottom face, a side edge on a reference edge, 
and a side edge on the other side, said side edges being along the longitudinal direction 
of said tape (Figures and inherent to tape per Figure I below), wherein said edge on the 
reference edge side is shorter in length than on the other side (i.e. a diagonally cut film 
to facilitate splicing: Figure 7 and col. 1, lines 1 - 64). 
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Side edge on 
reference edge side 



Figure I: Illustration of a standard tape and the claimed edges 
The limitation(s) "said side edge on the reference side edge being the edge from 
which positions of tracks in the width direction of the tape are determined by distance" is 
(an) intended use limitation(s) and is not further limiting in so far as the structure of the 
product is concerned. Note that "in apparatus, article, and composition claims, intended 
use must result in a structural difference between the claimed invention and the prior 
art in order to patentably distinguish the claimed invention from the prior art. If the prior 
art structure is capable of performing the intended use, then it meets the claim. 
In a claim drawn to a process of making, the intended use must result in a manipulative 
difference as compared to the prior art." [emphasis added] In re Casey, 370 F.2d 576, 
152 USPQ 235 (CCPA 1967); In re Otto, 312 F.2d 937, 938, 136 USPQ 458, 459 
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(CCPA 1 963). See MPEP § 21 1 1 .02. In the instant case, the disclosed magnetic tape 
can be used in situations where the side edge on the reference side is where the 
tracking positions are taken from, or from the other side with no effect on the disclosed 
performance of the tape. I.e. the prior art is deemed to be clearly capable of performing 
the intended use and the claimed limitations do not result in a structural difference 
between the claimed and prior art products. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 6 - 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hattori et al. (U.S. Patent No. 5,958,565) in view of Stewart et al. ('682). 

Regarding claim 6, Hattori et al. disclose a linear-recording magnetic tape (Title 
and Figures) comprising a top face, a bottom face, a side edge on a reference edge, 
and a side edge on the other side, said side edges being along the longitudinal direction 
of said tape (Figures and inherent to tape per Figure I above). 

The limitation(s) "said side edge on the reference side edge being the edge from 
which positions of tracks in the width direction of the tape are determined by distance" is 
(an) intended use limitation(s) and is not further limiting in so far as the structure of the 
product is concerned. Note that "in apparatus, article, and composition claims, intended 
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use must result in a structural difference between the claimed invention and the prior 
art in order to patentably distinguish the claimed invention from the prior art. If the prior 
art structure is capable of performing the intended use, then it meets the claim. 
In a claim drawn to a process of making, the intended use must result in a manipulative 
difference as compared to the prior art." [emphasis added] In re Casey, 370 F.2d 576, 
152 USPQ 235 (CCPA 1967); In re Otto, 312 F.2d 937, 938, 136 USPQ 458, 459 
(CCPA 1 963). See MPEP § 21 1 1 .02. In the instant case, the disclosed magnetic tape 
can be used in situations where the side edge on the reference side is where the 
tracking positions are taken from, or from the other side with no effect on the disclosed 
performance of the tape. I.e. the prior art is deemed to be clearly capable of performing 
the intended use and the claimed limitations do not result in a structural difference 
between the claimed and prior art products. 

Hattdri et al. fail to explicitly disclose controlling the edge lengths to meet 
applicants' claimed limitations. 

However, Stewart et al. teach that it is known in the art to cut a film at a diagonal 
inorder to facilitate splicing, thereby resulting in a film wherein one lateral edge is longer 
in length than the opposite side lateral edge (Figure 7 and col. 1, lines 1 - 64). 

It would therefore have been obvious to one of ordinary skill in the art at the time 
of the applicant's invention to modify the device of Hattori et al. to possess edge lengths 
meeting applicants' claimed limitations as taught by Stewart et al. since such a structure 
facilitates splicing. 
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Regarding claim 7, Hattori et al. disclose measuring curl (i.e. "curvature") in 
substantially the same manner as applicants and controlling the curvature to be within 
applicants' claimed range limitations (Figure and col. 17, line 59 bridging col. 18, line 
43). 

Regarding claim 8, Hattori et al. disclose magnetic layer thickness values 
meeting applicants' claimed limitations (col. 18, lines 44 - 52). 

Response to Arguments 

6. The rejection of claim 6 under 35 U.S.C § 102(b) - Stewart et al. 

Applicant(s) arguments have been considered but are moot in view of the new 
ground(s) of rejection. 

7. The rejection of claims 6 - 8 under 35 U.S.C § 103(a) - Hattori et al. in view 
of Stewart et a I. 

Applicant(s) arguments have been considered but are moot in view of the new 
ground(s) of rejection. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Applicants' amendment resulted in embodiments not previously considered (i.e. 
amended language of claim 6) which necessitated the new grounds of rejection, and 
hence the finality of this action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kevin M Bernatz whose telephone number is (571 ) 272- 
1505. The examiner can normally be reached on M-F, 9:00 AM - 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney can be reached on (571) 272-1284. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

KMB 

November 21, 2006 




